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Applicant respectfully submits that the Exam, ler ~ L s Unit ' 3634 

improperly made this a Pinal Office Action becaus, tho rejection 

of Claim 6 on the merits was not necessitated by < iy amendment 

made by Applicant and this is the first time this .ssue has been 

raised by the Examiner. Accordingly, withdrawal < : the 

characterization of thi 3 Action as being Final is respectfully 
requested. 

However, the following remarks are provided i . response to 

the Examiner's characterization of this Action as Final 

Rejection of all pending claims in the above-ident fied 

application in anticipation of Applicant filing a otice of 

Appeal From the Examiner To The Board of Patent Ap eala. 

Accordingly, reconsideration and withdrawal c the various 

rejections of the pending claims in the present ap lication arc 

respectfully requested in light of the following x. marks. 

Claim 6 has been rejected under 35 USC 112, f rst paragraph, 

for -allegedly failing to comply with the enablemen requirement 

because the Examiner has asserted that the claim c ntains subject 

matter that was not described in the Specification in such a way 

as to enable one skilled in the art to make the in antion. This 

rejection is respectfully traversed and reconsider tion requested 
in light of the following remarks. 

The Examiner is -reminded that the Claims as o igir.ally filed 

comprise part of the disclosure of the Application and that 

Claims 6 presently stands in its original form wit: ?ut any 
amendments by Applicant. 
Claim 6 as originally filed states: 

6. (Original) A decorative external curtain ass ably according 

to Claim 1, wherein the complementary enga« sable fastener 
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strips fasten more than one edae nf ^ * Art Unifc:3€ 34 

the external facade of thJtulSng mat ^ ial 

Figure 2 of the Application, as originally fi illustrates 
how one edge of the fabric material is fastened to ;he external 
facade of a building. Moreover, the Application, i ■ originally 
filed, describes, beginning at page 7, line 14 and .nding at page 
8, hne 16, how the edge of the fabric is attached o the building 
using VELCRO strips and hot glue and/or sewing. s F cifically, the 
Application as originally filed states: 

"Referring to Figure 2, the complementary engageable fastene. 21, shown as seen 

from standing on the poreh looking out, comprise complementary eng. eable fastener strips 

21a, 21b, respectively attached to the fabric and the building, for affixi g the decorative 

curtain assembly 11 to the external facade 15. lite strips 21a, 21b pre! rably comprise, for 

example, VELCRO tape or strips having co-acting miniature hooks an loops formed of 

relatively rigid filament material. The decorative curtate assembly, 1 1 affixed to the- 

building ysinr ^ ^tion of the VF.T ,fHO Tai strips 21„. 11 h „ M e to together to 

create a strong attachment and yet temporary bond th„ t jg easily hrofc, by si mnlv nulling 
the two strips gig, ?ik t ^ 

As is well known, VELCRO the co-acti ng m iniat«re hooks a »d I >ps, on separate 

side of the VELCRO strip, engage one another ,o that the VELCRO™ trips adhere 

together using the same action that is employed when a burr attaches i1 ; lf to a piece of 

clothing or the like. One side of the strip 21a of th* vft CRO w i« .« .chedtothe 

external facade 15 of the building 17 at the a m r ft nri a > g location .^- r , , r example, an v 

S uitable existing adhesive or hot glue; while th* other side nf th» strip r , of VELCRO™ 

tape is either sewn or appropriately a dhered, by hot glue or convention ihe siy e . in this 
instance, to top of the decorati ve fabric mate ria 1Q 

In the embodiment illustrated in i a nd 2 . one ftffhB VirT R 0striDS 2Ta y 
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^ofth.^.^. H,^^^^,^^. Ti| | ^ lu>0Kimrmri ^ 

frbn. mterM ,,-„ lMWal „„„„„.„ v .^ — rf TO< 1 1 (oimdt(iat> 

VELCRO .trip ofaboot two taeoea wide h soffieieo, for affeiog the , eorative fab™ 
material 19 to the external facade 15 of the building 17. •' 

fabr' T rrln9 ^ Fi9UM *' " "^d, o . sees that the 

fabrac has an addition,! (vertlcal , ^ fQr ^ 

nllT T (Verti0al, C0lUTO3 ° f the > > rch « — 

Figure 1. Thus, in the s 8IDe ^nner a3 notad fQr h9 

the If , in l3St Para9IaPh l ^ dii « l » ■*>- **» 

the AppUcataon. any other edga of th . ^ 

uUd lng fa , ads . as spacifloally dsscrlbea ln t; s ti ^ h 

a.e„ one 31de of the strip of the VELCRO tape is ttached to the 
externa! fa? ade of the building 17 at the apprQp ^ « 
usang a„ y sultabls exi3ting adhesive ^ ^ 

side Of the strip of VEXCM™ tape is either sewn , 

— . * hot g i ue or o^^rr ™;:rz 

decorative fabric material. 

the LTV' ^ ° ISg0in, ' APPUCant t -*-«» that 

the Appl.cat.on, as originaily flied , clea . 

ordinary s*all in che art to ^ ^ ^ _ ^ ^r- 

fabric material to the building- without endue e: .erimentation. 
According y, reconsideration an d withdrawal of this rejection are 
respectfully requested. 

Claims i, 3 and 6-21 have been rejected under 5 USC 103(a) 
as unpatentable over Hillstrom in view of Phillips. In this 
rejection, the Examiner has alleged that: «... the fastener of 
Phillips is the same fastener used by Applicant and consequently 
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capable of b etng used outside. Further, there is noth?£ 
description of the fastener of Phillips that „ou! suggest that 
it is not usable outside," 

This rejection and the Examiner's unsupporte. assertion that 

the Phillips reference teaches or suggests that t: a fastener of 

Phillips can be used outside are respectfully tra^ >rsed and 
reconsideration requested. 

Applicant respectfully submits that on the o, , hand the 

Examiner is mischaracterizing the teachings of Phi li ps as 

SUGGESTING the use of velcro fasteners to attachec fabric to the 

outside of a building and on the other hand the E> miner has 

failed to consider or present evidence rebutting J> plicant's Rule 

132 Affidavit which presents evidence refuting the Examiner's 

unsupported assertion that the prior art or the Ph Ui ps 

reference, alone or in combination, teaches or sug ests the use 

of VELCRO strips to attach exterior curtains to th ■ exterior of a 
building. 

In addition, Applicant respectfully submits ti it the stated 

rejection is legally incorrect and improper becaus, nothing in 

the cited references alone or in combination sugge, : or teach the 

clarmed invention and the rejection fails to satis, • its burden 

Of estab] ishing a prima facie case of obviousness I ■ showing some 
teachmg or generally available knowledge that wouJ lead one 

skilled in the art to combine the teaching of exist ng references 
as proposed by the Examiner. m short, the Examine CANNOT rely 

on Phillips to render the Applicant's invention obv ous just 

because "... the fastener of Phillips is the same f stener used 

by Applicant and consequently capable of being used outside." 

This is clearly a hindsight reconstruction of the I rent ion and 

improper as will be sustained by the Board on Appea . 
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More specifically, and as previously noted b ^Til^V\T 

contra-distinction to the present invention, Hill tr om discloses 

a conventional banner holding device having the d ficiencies of 

the prior art noted by Applicant's Application be ause it uses a 

spring loaded metal frame device having a channel for holding the 

banner in place and overcome the forces of harsh , rather 

conditions encountered at the exterior of a build: ig. 

The Hillstrom patent fails to disclose or sue ,est the use of 
complementary engageable fastener strips (VELCRO) .aving co- 
acting miniature hooks and loops formed of relatix dy rigid 
filament material for fastening the fabric materia to the 
external facade of the building to create a tempo, ry bond 
between the building and the fabric that is easily broken by 
pulling apart the strips as disclosed and claimed y Applicant. 

Nor are the deficiencies of Hillstrom provide by Phillips 

which merely discloses the use of VELCRO to attach interior 

curtains to interior windows "in residences and co. Tiercial 

building" (see Column 1 lines 13-15.) where the c rtain is NOT 

subject to harsh atmospheric weather conditions in- Luding the 

high winds such as experience by a banner mounted ■ > the exterior 
of a building such as in Applicant's invention. 

In addition,. as clearly rebutted by Applicant' s Rule 132 

Affidavit filed with Applicant's previous response, Phillips does 

not relate to an arrangement for attaching an extej ial curtain to 
the external facade of the building. 

In addition, Hillstrom actually teaches away 1 om the 
combination with the interior attachment arrangemer. of Phillips 
because exterior curtains are subject to atmospheri weather 

conditions such as wind and rain forces that do not in any way 

effect an interior curtain in the interior of a bui ding and as 
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noted by Hillstrom, at Column 1, i ines 20-25, «wh □ t*?lZl%™ 
£^2ned^utd^ s and subjects to h^^^ ~ 

conditi ons, known de v i ces and sygtgrns have fregue ^Tp^ved 
unreliable. " — 

In addition, as set forth in the Rule 132 Af: davit, in 
Applicant's experience: 

"the idea that VELCRO™ tape could be effects ,i y used to 
attach a curtain to the outside of a buildinc where the 
curtain is subjected to harsh environmental c nditions is 
ynQ * peCt * d b8Cause the general opinion in the art is that 
VELCRO would form too weak a bond to effectiv hold the 
banner or curtain to the exterior of the bull ing when 
harsh environmental conditions such as wind a a rain are 
. encountered by the exterior curtain." 

Dres ^ llght ° f the — ks ^ve, the rebu :al evidence 

Presented by the Rule 132 Affidavit overcomes the i earner's 
unsupported assertion that Phil nr.* M „ u 

fhe mn , Phillips can be properl: combined with 

the Hxllstrom arrangement because there is no evid, ,ce or 
teaching in Phillips or any other cited reference t . 3upP ort the 
conclusion that the use of VEtCRO™ tape to attach s curtain to 
the outside of a building would have been obvious. In fact 
Hxllstrom, when taXen in combination with the assei ions of 'the 
Rule 132 Affidavit, actually teaches away from the uggested 
combination with Phillips because on the one hand, illstrom 
notes that "When the signs are positioned outdoors nd subjected 
to harsh environmental conditions, known devices an systems have 
frequently proved unreliable" and on the other hand the Rule 132 
Affidavit states that the idea that VELCRO™ tape co Ld be 
effectively used to attach a curtain to the outside >f a building 
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is "unexpected" and therefore pm^^ Art u "it:3634 

tnereiore, Hillstrom suggests ;hat VELCRO 

would fail. 

in fact, the only place that there is a disc: >sure or 

suggestion of the use of VELCRO to attach a exter: >r fabric, such 

as a banner to the exterior of the building is A PI .icant's 
Application as originally filed. 

In view of the foregoing, Applicant respectfv ly submits 

that the stated rejection is both factually and 1 € ally 

incorrect. The Examiner is mis-relying or mischa, cterizing the 

disclosure of Phillip* as teaching ^ use Qf ^ q ^ 

attach exterior curtains to the outside of a build ng and the 

Examzner has failed to consider Applicant's Rule 1 2 Affidavit 

which presents evidence rebutting the Examiner's u supported 

assertion that the prior art teaches or suggests t: 3 use of 

VELCRO strips to attach curtains to the exterior o. a building. 

Accordingly, as a matter of law, this rej ectic , is improper 
because; 1) the Examiner has failed to show any t, .ching or 
suggestion in the prior art that shows or suggests he use of or 
combination of VELCRO strips to attach exterior c « ains to the 
exterior of a building; 2} the Examiner has failed o consider 
Applicant's Rule i 32 Affidavit; 3) the Examiner has failed to 
present any evidence that overcomes the Applicant's Rule 132 
Affidavit that states that, until Applicant's inven ion, VELCRO 
strips were not thought suitable for attaching deco ative fabrics 
to the outside of a building; 4) the Rule 132 Af f id - /it has not 
been rebutted by the Examiner pointing to Applicant 3 disclosure 
to prove that the fastener of Phillips "is capable < : being used 
outside"; and 5) nothing in the cited references al le or in 
combination suggest or teach the claimed invention . id the 
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rejection fails to satisfy its burden of establi, ing ?p^ 363 * 

facie case of obviousness by showing some teachir or generally 

available knowledge that would lead one billed i the art to 

cosine the teaching of existing references as pr posed by the 
Examiner. 

In short, the Examiner CANNOT rely on Willi 3 as a teaching 

rendering. the A ppli cant . s i nvent io„ obvious by re erring to 

Applicant's own disclosure as proof that the "... ;he fast e„er of 

Phillip, ..(is, capable of b eing U5ed outside .„ , ^ ±> cl 

a hindsight reconstruction of the Invention and i, , rop er 

In view of the foregoing remarks, Applicant , .spectfully 

submits that the Application is now in a conditio, for allowance 

and early notice of the same is earnestiy solicit, . However, i'n 

order to expedite the prosecution of the applicati n for all 

concerned, the Examiner is invited to contact the ndersigned 
should any questions arise. 
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Respectfully submitt i, 
Susan G. Katz 
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March 2005 
(610) 270-0170 
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